| i 
j 
A Ww 


Ny Lyf Z 
at 
ge 3 


‘\ 
I 


y \\ 
Ww 
a 
= y= 
~ = 
=f 
; 
; 
J iy 


‘I 


= LEN; 


i | 


a 


T Tw) 


‘i= 
— 
~ ° 
ieee 
“a~ .* 











The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference, To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is FIVE DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TWENTY-FIVE SHILLINGS. 


Tue Unrrep Srates Trape-Marx Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 82 Nassau Street, New York City. 


Address all communications to 82 Nassau Street, 


New York City. 











Indispensable to every Reporter Subscriber 


THE MASTER INDEX 
AND DIGEST 


to Vols. 1-14, inclusive. 


Now Ready 


Salient Features :— 


1. Word Index—all Trade-Marks Litigated. 
2. Table of Cases—over 4,000. 


3. Condensed Digest of all the Legal Principles 
involved. 


4. Cumulative Table of Citations. 


Bound in Brown Cloth or Brown Buckram. Price 
in either binding $10.00, transportation extra. 


If you have not secured your copy, you should do 
so WITHOUT DELAY, as the supply is limited. 
ADDRESS: 


THE UNITED STATES TRADE-MARK ASS’N 
34 Nassau Street - - - New York, N. Y. 





MAY31'21 Ou 8790039 


CONTENTS 
PAGE 
Supreme Court of the United States: 
Beech-Nut Packing Company, Petitioner, v. P. Lorillard 
Company 
Circuit Court of Appeals, Ninth Circuit: 
Manford Matzger, et al. v. Joseph Vinikow 
United States District Court, Eastern District of Louisiana: 
eee: a aca Rs TS. ke os he KAS cde 168 
United States District Court, District of Maryland: 
Goodyear Tire and Rubber Company v. Thomas E. Robert- 
son, Commissioner of Patents 
New York Supreme Court—Special Term, Part V: 
Tecla Corp’n and Tecla Pearls, Inc. v. Salon Tecla, Ltd..178 
United States Circuit Court of Appeals, Second Circuit: 
Ostermoor & Company, Inc., Edwin A. Ames, and Edwin 
A. Ames, Trading as Ostermoor & Company v. The 
Federal Trade Commission 
Court of Appeals, District of Columbia: 
McLellan Stores Company v. Conrad & Company, Inc.... 


Louis Meyers & Son, Inc. v. O'Callaghan & Fedden, Inc.. . 


Decisions of the Commissioner of Patents 


Copyright, 1927 


by 
The United States Trade-Mark Association 


Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 8, 1879. 





BEECH-NUT PACKING CO. V. P. LORILLARD CO. 159 


Bercu-Nvut Packxine Company, Petitioner, v. P. Lorituarp 
Company 


Supreme Court of the United States 
April 11, 1927 


Trape-Marxs—DerinitT1IonN—ABANDON MENT. 

While a trade-mark is a symbol selected with the intent to 
appropriate it to a particular class of goods, and with the hope that 
it will come to symbolize goodwill, the fact that the goodwill once 
associated with it has vanished, does not end at once the preferential 
right of the owner to try it again upon goods of the same class. 

Trape-Marxs—INFrinceEmMENT—Beecu-Nvutr’—Non-ABaNDONMENT ON To- 

BACCO. 

Where defendant’s predecessor first began the use of the word 
“Beech-nut” as a trade-mark for tobacco in 1897, but the use of the 
mark was discontinued from 1910 till 1915, due to lack of demand, 
such discontinuance did not amount to abandonment. 

Same—Same—Same—Aportion oF Features or Puaintirre’s Marx— 

LacHEs. 

The substitution by defendant of a beechnut for a squirrel in its 
label and using an oval frame, both in prior use by plaintiff, might 
have required, on a prompter challenge, a clearer indication on de- 
fendant’s label had plaintiff not waited six years before bringing 
action. 


In equity. On certiorari to the Circuit Court of Appeals of 
the Third Circuit, in an action for alleged infringement and unfair 
competition. Decree affirmed. 


John W. Davis and W. R. Perkins, of New York City, and 
John Milton, of Jersey City, N. J., for the Lorillard Co. 
Charles E. Hughes, of New York City, for petitioner. 


For decisions below, see 14 T. M. Rep. 351, 16 T. M. Rep. 12. 


Houmes, J.: This is a suit in equity brought by the peti- 
tioner, Beech-Nut Packing Company, a corporation of New York, 
charging the P. Lorillard Company, a corporation of New Jersey, 
with infringement of its registered trade-mark, “Beech-Nut,’ and 
with unfair competition. The bill also takes the possibly broader 
ground that “Beech-Nut,” being the plaintiff's badge and auto- 
graph so far that the public seeing the mark on any package of 
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consumable goods will believe that the article is of the plaintiff's 
make. The trade-mark was first used on ham and bacon but 
gradually has been extended to many other articles so diverse as 
chewing gum, peanut butter, and ginger ale, but always, the plain- 
tiff says, as a guaranty of excellence, often expressed by it in ad- 
vertisements, as “Beech-Nut Quality.” The defendant uses the 
words “Beech-Nut” on chewing tobacco and cigarettes and the bill 
takes the hardly consistent positions, on the one hand that the 
plaintiff's reputation is hurt with its refined female customers by 
the belief that it would manufacture a cheap chewing tobacco, and 
on the other hand that it may wish to extend its business into that 
domain. The bill was dismissed on the merits by the District 
Court, 299 Fed. Rep. 834, and by the Circuit Court of Appeals, 7 
F. (2d) 967. As the principles involved seemed important and as 
it was urged that the decision was in conflict with decisions in 
other Circuit Courts of Appeals, such as Aunt Jemima Mills Co. v. 
Rigney, 247 Fed. Rep. 407 [8 T. M. Rep., 163], and Vogue Co. v. 
Vogue Hat Co., 6 F. (2d) 875, a writ of certiorari was granted by 
this Court, 269 U. S. 551. 

The plaintiff’s trade-mark goes back to before the beginning 
of this century. The registration specially relied upon was dated 
December 31, 1912, and states that the plaintiff has adopted the 
mark for use upon a large number of specified objects, including 
those that we have mentioned, “all in Class 46, foods and ingre- 
dients of foods.” The defendant claims the mark “Beechnut” for 
tobacco through successive assignments from Harry Weissinger 
Tobacco Company, of Louisville, Ky., which used it from and after 
1897. The plaintiff does not contest the original validity of this 
mark or suggest any distinction on the ground that it originated 
in a different State, but says that the right has been lost by aban- 
donment. It appears that brands of tobacco have their rise and 
fall in popular favor, and that the Beechnut had so declined that 
in 1910 only 25 pounds were sold, and the trade-mark was left 
dormant until after the dissolution of the American Tobacco Com- 
pany which then held it. This was in 1911, and the Lorillard 
Company took over the mark with many others. Then in connec- 
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tion with an effort to get a new brand that would hit the present 
taste, this mark was picked out, some of the adjuncts were changed, 
and in 1915 the new tobacco was put upon the market. Nothing 
had happened in the meantime to make the defendant’s position 
worse than if it had acted more promptly and we see no reason to 
disturb the finding of two Courts that the right to use the mark 
had not been lost. The mere lapse of time was not such that it 
could be said to have destroyed the right as matter of law. A trade- 
mark is not only a symbol of an existing good will although it com- 
monly is thought of only as that. Primarily it is a distinguishable 
token devised or picked out with the intent to appropriate it to a 
particular class of goods and with the hope that it will come to 
symbolize good will. Apart from nice and exceptional cases and 
within the limits of our jurisdiction, a trade-mark and a business 
may start together, and in a qualified sense the mark is property, 
protected and alienable, although as with other property its out- 
line is shown only by the law of torts, of which the right is a 
prophetic summary. Therefore the fact that the good will once 
associated with it has vanished does not end at once the prefer- 
ential right of the proprietor to try it again upon goods of the same 
class with improvements that renew the proprietor’s hopes. 

It may be true that in a case like the plaintiff's its rights 
would not be sufficiently protected by an injunction against using 
the marks upon goods of the same class as those to which the plain- 
tiff now applies it and to which its registration is confined. Upon 
that we express no opinion. For when it is conceded that what- 
ever its effect the defendant has a right to use “Beechnut” on to- 
bacco unless the right has been abandoned, that possibility does 
not matter. Again it may be true that in putting a hyphen be- 
tween Beech and Nut, framing its label with an oval and substitut- 
ing a beechnut for a squirrel in the center the defendant was trying 
to get an advantage from the plaintiff's good will and if challenged 
at once might have been required to make it even plainer than it 
was made by the word “Lorillard’s” in large letter upon the label 
that the plaintiff had nothing to do with the goods. But the plain- 
tiff waited until 1921. The Lorillard Company is at least as well 
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known to those who do not despise tobacco as the Beech-Nut Com- 
pany is to its refined customers and the time and the need for that 
additional precaution has gone by. If the plaintiff was misled in 
its reason for thinking that the defendant’s right had been kept 
alive it was right in its belief, and further, the belief had no bear- 
ing on the question whether the mark was presented in an unjus- 
tifiable form. 

Now that the case has been more fully considered than it could 
be on the petition for certiorari it seems to us that the facts do not 
present the nice question upon which the petitioner wished us to 
pass. Both courts having found for the defendant we see no 
ground upon which it can be said that they were wrong as matter 
of law. Joseph Schlitz Brewing Co. v. Houston Ice & Brewing 
Co., 250 U. S. 28, 29 [9 T. M. Rep., 279]. 

Decree affirmed. 


MaNForD MATZGER, ET AL. Vv. JosEPH VINIKOW 
Circuit Court of Appeals, Ninth Circuit 
February, 1927 


Trape-Marks—Uwnrair CompetitioN—ImitatinGc Larner AppeEAL—AFFIRMAL. 
Defendants in copying the main features of plaintiff’s label used 
on confectionery, including trade-marks, color and general appear- 
ance, were rightly enjoined from a further use of the infringing 
labels. 
Same—Same—Same—DeErense or Lacues. 

Where plaintiff promptly protested against the use of infring- 
ing labels, but allowed matters to go on on the repeated promises of 
defendant to discontinue, such laches did not amount to assent or 
acquiescence. 

Same—SamE—Sa ME—ACCOUNTING. 

Where an injunction is had against unfair competition, wilfully 
conducted by defendant with knowledge of plaintiff’s rights, an ac- 
counting normally follows. 


In equity. On appeal from a judgment of the District Court, 
enjoining appellant from the use of certain labels in unfair com- 
petition with appellee’s and ordering an accounting. Affirmed. 
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Before Gitsert and Rupk1n, Circuit Judges, and James, Dis- 
trict Judge. 


Gitgert, C. J.: The appellee, as plaintiff, obtained in the 
lower court a decree against the appellants, as defendants, for an 
injunction and an accounting. The plaintiff sought relief for in- 
fringement of three trade-marks which he applied to articles of 
confectionery, “Rough Bar,” “Whipped Cream Style,” and “Union 
Leader.” The court below denied the exclusive right of the plain- 
tiff to use those names as trade-marks, but upon the ground of 
unfair competition enjoined the defendants from using said labels 
in the form and manner in which they had used them, and referred 
the case to a master for accounting. 

The defendants contend that the differences between the plain- 
tiff’s labels and theirs were so considerable and so marked as to 
avoid the charge of unfair competition. As to two of the labels, 
“Rough Bar’ and the “Union Leader,” we find the similarity so 
obvious that little need be said further than to point out their 
features. The bars of candy sold by the defendants were sub- 
stantially of the same size as those sold by the plaintiff. The 
defendants’ wrappers carrying these two labels were similar to 
the plaintiff’s, the printing thereon was in the same colors, and 
the lettering was of like size. In the case of the “Rough Bar’ the 
labels of both the plaintiff and the defendants are enclosed in a 
similar square. 

In the plaintiff’s at the left is a circular seal design. In the 
defendants’ at the left is a circular seal of the same dimensions 
enclosing a shield displaying, when closely scrutinized, a lion ram- 
pant. The label of the “Union Leader” of both parties is in a long 
rectangle within which on the left are the same seals as in the 


“Rough Bar,” and on the right each carries a device representing 
two clasped hands. Where labels present such a general similarity 
it is no defense that the name of the manufacturer is different, the 
plaintiff's being “Parisian Chocolate Company,” the defendants’ 
being “Matzger’s, both in much smaller type than the name “Union 


Leader.” In the “Whipped Cream Style” labels the difference is 
greater. 
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Both labels, however, are similar in size and are carried in 
an oval frame of identical shape, the line of the defendants’ frame 
being slightly wavy. Both have the words “Whipped Cream Style 
Bar’ and are printed in the same colored ink. Each carries a 
similar scroll device or seal near the center. We are not con- 
vinced that the court below was in error in holding that, notwith- 
standing the differences in the two labels, the general appearance 
of the defendants’ so resembled that of the plaintiff that its use 
might tend to deceive the ordinary, average and unwary purchaser. 

While in a case of unfair competition such as this it is gen- 
erally unnecessary in order to obtain an injunction to show that 
the defendants had the actual intention to mislead the public, the 
facts here in evidence, in addition to the similarity of the labels, 
are strongly indicative of the existence of such an intention. One 
of the defendants had been engaged in partnership with the plain- 
tiff in Seattle under the name of the “Parisian Chocolate Com- 
pany” in manufacturing and selling goods under the plaintiff's la- 
bels and the other had been in business in California as a jobber in 
selling the plaintiff's goods, and it is shown that when the de- 


fendants first placed their own goods upon the market they used 
the term “Parisian” as part of the printing on their labels, and 
while they may have been justified in disregarding the plaintiff's 


claim to the exclusive use of the names used by him as trade-marks, 
they clearly had no justification for using labels and wrappers in 
imitation of those which he used, and such use was properly the 
subject of injunction relief. 

The defendants pleaded the defense of laches in that the 
plaintiff knew three years before the commencement of the suit, 
which was October 8, 1923, that the defendants were using the 
trade labels here in controversy. They contend that the defense 
should have been sustained. The court below was of the opinion 
that while there was considerable delay in bringing the action, 
“much of it was caused by the tactics of the defendants which 
tended to raise false hopes in the plaintiff that the whole matter 
might be adjusted without annoyance, delay, and expense of a suit. 
In any event the plaintiff is not chargeable with laches.” The evi- 
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dence of the defendants was that their first order for the print- 
ing of wrappers and labels was filled in the latter part of Novem- 
ber, 1920. It is shown by the correspondence that the plaintiff 
promptly protested against the use of the labels and trade-marks. 

Again on August 6, 1921, the plaintiff by his attorney brought 
the matter to the attention of the defendants, and on October 24, 
1921, the defendant replied that they had engaged attorneys to 
determine the question of their rights to the use of the label “Union 
Leader” and that their decision would be given shortly thereafter, 
stating that they had on January 1, 1921, discontinued the use of 
the word “Parisian” in connection with their labels. In their letter 
to the plaintiff of November 10, 1921, the defendants asserted 
their right to use the name “Union Leader,” but suggested suit or 
arbitration. 

Their letter of August 23, 1922, would seem to indicate that 
the only remaining matter for adjustment was their claim of right 
to use of “Union Leader,’ but this was written in answer to the 
plaintiff's letter of August 15, 1922, in regard to all his trade- 
names which the defendants were using and in which the writer 


said: “It seems that you do not regard or respect our trade-marks 
....unless you can give us assurance that you will discontinue the 
use of such names and methods in the near future we will be com- 


pelled to bring such action as is necessary to protect our rights.” 
One of the defendants testified that sometime between November 
10, 1921 and August, 1922, an agent of the plaintiff called upon 
them, inspected the labels and compared them, and said he wanted 
to try to settle the matter if he could, and that the defendants 
informed him in reply that they would be very happy to settle the 
matter and had on every occasion attempted to get the matter 
settled; that later, another agent of the plaintiff called upon them 
to complain that they were infringing. 

The plaintiff testified that he always tried to persuade the 
defendants to desist and always endeavored to keep out of court. 
“Once in a while,” he said, “they would write a letter that they 
would discontinue and they never did it.” Cases arising out of 
unfair competition are analogous to those which arise out of viola- 
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tions of trade-marks and are subject to the same rules. Lawrence 
Mfg. Co. v. Tennessee Mfg. Co. 138 U. S. 537. In either case 
reasonable diligence must be exercised in asserting the plaintiff's 
rights against an infringer if he would have an account for profits 
and damages. 

But the laches that will operate as a bar are measured in each 
case by equitable considerations, and in case of intentional and con- 
tinuing invasion of the plaintiff’s rights, the delay, in order to con- 
stitute a defense, must be such as to amount to assent or acquies- 
cence. Sawyer v. Kellogg, 9 Fed. 601; Moline Plow Co. v. Omaha 
Tron Store Co., 235 Fed. 519 [6 T. M. Rep. 553]; Garrett § Co. v. 
V. A. Schmidt, etc. Wine Co., 256 Fed. 943 [9 T. M. Rep. 353]; 
Wallace §& Co. v. Repetti Inc., 266 Fed. 307 [10 T. M. Rep. 263]. 
In N. F. Fairbank Co. v. Luckel, King & Cake Soap Co., 116 Fed. 
832, a delay of three years, during which the plaintiff had ac- 
quiesced in the infringement, was held to bar by laches his right 
to recover gains and profits. And it may be conceded that even 
a shorter period of acquiescence would operate to bar the right. 
But in view of all the circumstances attending the delay in the 
present case, we are not convinced that there was error in the ruling 
of the court below. 

It is contended that the decree for an accounting is erroneous 
for failure of the plaintiff to prove that he had established markets 
for his product under the three labels here in question in the respec- 
tive States of California, Washington and Oregon, and it is argued 
that it was incumbent upon him to prove that those three brands 
were well known to the trade and to consumers in those States. 
Rouss Inc. v. Winchester Co., 300 Fed. 706 [14 T. M. Rep. 159], 
is cited to the proposition that there can be no unfair competition 
unless the plaintiff is in fact a rival in the particular territory for 
the trade which the defendant secures therein. 

The plaintiff testified that he had done business in California 
since 1912, in Washington since 1907, and in Oregon since 1908. 
It is true that from want of records at hand at the time of testify- 
ing, he was unable to state the amounts of sales made by him under 
each label in either of those states, but he testified that the use 
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by the defendants of the label “Rough Bar” had an effect on his 
business both in Washington and in Oregon and that when the 
defendants’ bars appeared on the market with competitive jobbers, 
his jobbers thought that he was double crossing them or having a 
branch in California, selling the brands to other people, selling the 
same brands, by which he testified was meant the same bars, the 
same labels, and the same names, and he said, “Thereby we lost.” 
A former jobber of the plaintiff's goods testified that he lost sales 
when he encountered the defendants’ “Union Leader,’ “Rough 
Bar,” and “Whipped Cream Style” already on the market, and 
that on account of the fierce opposition in California he resigned. 
In Regis v. Jaynes §& Co., 191 Mass. 245, it was said, 


“If it appears that the amount of damage to the plaintiff or profits 
realized by the defendant is only insignificant, or that no actual damage 
has been sustained, the court may confine its relief to an injunction against 
any future infringement.” 

And it has been held that where the profits are trivial or dis- 
proportionate to the expense of taking an account, a decree for 
that purpose should not be entered, Little v. Killam, 100 Fed. 353, 
355; Bradford v. Belknap Motor Co., 105 Fed. 63; Ludington 
Novelty Co. v. Leonard, 127 Fed. 155; Keystone Pipe Foundry v. 
Portland Pub. Co., 180 Fed. 301; Julius Kessler & Co. v. Gold- 
strom, 177 Fed. 392, and that where the plaintiff demands an ac- 
counting he must bear the expense thereof if he fail to establish on 
reference that profits were realized, Prest-O-Lite Co. v. Acetylene 
Welding Co., 259 Fed. 940 [9 T. M. Rep. 441]. 

But where an injunction is had against unfair competition, 
wilfully conducted by the defendant with knowledge of the plain- 
tiff’s rights, an accounting normally follows. Stevens v. Gladding, 
et al, 17 How. 447; Williams v. Mitchell, 106 Fed. 168; Walter 
Baker §& Co. v. Slack, 130 Fed. 514; Sawyer v. Kellogg, 9 Fed. 
601. The court below found upon the evidence that the plaintiff 
was entitled to an injunction as to the States of California, Wash- 
ington and Oregon. The burden of proof is, of course, upon the 
plaintiff to show that the defendant has made substantial profits 
attributable, in whole or in part, to his trade-mark, Westinghouse 
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Mfg. Co. v. Wagner Mfg. Co., 225 U. S. 604; Ammon & Person v. 
Narragansett Dairy Co., 262 Fed. 880 [10 T. M. Rep. 191], and 
if that burden is not sustained it follows that he must bear the ex- 
pense of the accounting. We think the decree should not be dis- 
turbed. 


Erernit, Inc. v. J. J. Crarxe, Inc. 
United States District Court, Eastern District of Louisiana 


March 20, 1927 


Trave-M arKS—INFRINGEMENT—“ETERNIT” AND “PERMANIT”’ FoR ASBESTOS 

SHINGLES—INJUNCTION. 

Despite that the words “Eternit” and “Permanit,” both used on 
asbestos shingles, are dissimilar in sound, except for the final syllable, 
and unlike in meaning, except as indicating the durable nature of 
the goods, the fact that defendant sold and invoiced its shingles as 
“Eternit” shingles justified the belief that it did so for the purpose 
of profiting from plaintiff's business; and a preliminary injunction 
was ordered. 


In equity. Action to restrain trade-mark infringement and 
for an accounting. Injunction granted. 


John May for the plaintiff. 
Dart & Dart for the defendant. 


Burns, J.: Plaintiff, a Delaware corporation, alleges an in- 
fringement of its trade-mark “Eternit,”’ on asbestos shingles, and 
unfair competition in the sale thereof by the defendant Louisiana 


corporation, and prays for relief by injunction, restraining de- 


fendant from selling or offering for sale any shingles or similar 
products as “Eternit’”’ shingles, under the name “Eternit’”’ or “Per- 
manit,” or any other such near resemblance to “Eternit’’ as will be 
liable to deceive the public. The prayer is also for an accounting 
of profits and treble damages, according to Sections 17 and 19 of 
the Trade-Mark Act (Act February 20, 1905, C. 592, 33 Stat. 
729). 

The rule nisi was submitted on affidavits, from which it ap- 
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pears that the defendant is, and for many years has been, engaged 
in New Orleans in the buying and selling of building material; 
that the shingles offered for sale by it were brought abroad in 
two lots during August and November, 1926, from the Société 
Anonyme Frangaise Eternit, a French corporation of Prouvy, 
France. The shingles were labeled “Permanit’”—‘‘Made in 
France.” 

The plaintiff corporation is the assignee of the American 
Insulation Company, which, prior to 1924, had been engaged in 
importing and selling asbestos shingles made in Belgium. The 
word “Eternit,” adopted by that corporation, was registered in 
the United States Patent Office as a trade-mark and was contin- 
uously used until the assignment to the plaintiff corporation, 
“Eternit, Inc.” of Pennsylvania. (See American Insulating Co. v. 
Eternit Roofing Corporation et al, 14 Fed. [2nd] 235, [16 T. M. 
Rep. 523].) 

During December, 1926, the defendant company received a 
letter from a dealer in Natchez, Miss., inquiring for French Eternit 
asbestos shingles and the price thereof, to which defendant replied 
that it did handle such shingles and quoted prices on gray, blue, 
black and red “Eternit’”’ asbestos shingles, and followed with a 
second letter soliciting an order for French Eternit asbestos 
shingles, to which the dealer responded by ordering “Eternit 
Shingles” —“Gray Hex, Eternit Asbestos Shingles.” When these 
were shipped each bundle was stenciled “Permanit”—‘‘Made in 
France,’ and were billed merely as “Loose Gray Asbestos 
Shingles.” Similar transactions were had with defendant by a 
New Orleans dealer, wherein defendant quoted prices on French 
“Eternit” asbestos shingles. This dealer had specifically men- 
tioned the fact that he was handling Belgian Eternit asbestos 
shingles. During the negotiation, an agent of defendant exhibited 
two black and one grey diamond shaped samples, upon which was 
lithographed in white upon a red backfield the words: “Slates Flat 
and Corrugated Sheets—Elith—Ste. Ame. Francaise—Eternit— 
Prouvy (Nord) France.’’ Upon filling the order given for “Grey 
French Eternit Asbestos Shingles,” they were billed by defendant 
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as such, but the shingles, as in the previous case, were stenciled 
“Permanit.” Defendant filed two original invoices, covering the 
two shipments received by them, on bill heads of their French ven- 
dor “Société Anonyme Francaise Eternit,’ which conspicuously 
displays the word “Eternit” in large capitals and also a red 
diamond shaped figure in each margin with the words: “Société 
Anonyme Francaise, Eternit, Prouvy Nord.” No claim is made on 
behalf of defendant that this French corporation or itself has any 
right to the use of the word “Eternit” as a trade-mark in the United 
States by virtue of registry or otherwise. 

The defense is that the sales and offers to sell were made under 
the description and name “French Eternit Asbestos Shingle” and 
“Permanit,” were in good faith, and were justified by the fact that 
the purchases abroad were made in the usual course of trade; that 
it has never offered or sold asbestos shingles as being “Eternit” or 
“Eternit, made in Belgium,’ and has said or done nothing that 
would deceive the public; that there is no confusing similarity be- 
tween the two names and that they have an absolute right to con- 
tinue to offer and sell shingles under the name “Permanit’” and 
“French Eternit Asbestos Shingles.” Moreover, in support of 
exceptions to the jurisdiction of this court of the unfair compe- 
tition issue raised by plaintiff, the defendant urges 'that the profit 
earned by it on the sales so far made is less than $3,000, and that 
this, and not the value of plaintiff's trade-mark, is the test of juris- 
diction. 

I am persuaded that being seized of jurisdiction of the suit 
by virtue of Section 24 of the Judicial Code and by Sections 17 
and 19 of the Trade-Mark Act, this Court is bound to dispose of 
all the issues presented, more especially since it is the value of the 
right which is alleged to be invaded that determines the jurisdic- 
tion, and the bill, in good faith, alleges this to be more than $3,000. 
Harris v. Brown, 6 Fed. (2nd) 922; Lamber v. Yellowley, 4 Fed. 
(2nd) 915; Local No. 7 v. Bowen, 278 Fed. 271, 273; Symonds v. 
Green, 28 Fed. 834; Hennessey v. Herman, 89 Fed. 669. 

Whilst it is true that the shingles sold by defendant are sten- 
ciled ““Permanit” and are made in France, whereas those sold by 
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plaintiff are sold as “Eternit’’ and are made in Belgium, and there 
is no similarity in sound in the names, except in the final syllable, 
and no similarity in character except in the suggestion of the ever- 
lasting, eternal, or permanent quality of the shingles, which are 
both made of asbestos and designed for the same use, I conclude 
that confusion is created in the mind of the consumer; that the 
one word is sufficiently a simulation of the other to constitute an 
infringement in view of the defendant’s method of soliciting, offer- 
ing and selling its product as “Eternit,’ and not revealing the 
name “Permanit” until after delivery, and then only by the stencil 
marks thereon. 

The conscious, purposeful omission is all the more emphasized 
by the final billing of the product to consumers and dealers as 
“French Eternit” asbestos shingles. The only justification pleaded 
is the fact that in the corporate title of the French company the 
word “Eternit’” appears. We are not concerned here with the 
rights of the foreign manufacturers, respectively, in Belgium and 
France. Neither of them are parties to this suit and it does not 
appear that they have any interest in the rights of plaintiff under 
its domestic trade-mark. Since the products are both of foreign 
manufacture, it is to be assumed that the Treasury Department, 
through the Collector of Customs, will consider the effect of Sec- 
tion 27 of the Trade-Mark Act. 

As between the domestic parties to this suit, I am of the opin- 
ion that the defendant began dealing in the French asbestos shingles 
for the express purpose of making use of plaintiff’s valuable rights 
under the trade-mark “Eternit.’”” See Bourjois & Co. v. Katzel, 260 
U. S. 689 [13 T. M. Rep. 69]. 

Accordingly, a decree may be entered in favor of plaintiff, and 
a preliminary injunction will issue as prayed for. 
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Goopyrear Tire AND Ruspser Company v. Tuomas E. Rosertson, 
ComMMISSIONER OF PATENTS 


United States District Court, District of Maryland 
April 2, 1927 


Trapve-Marks—Recistration Unprr Sect. 9 Trane-Mark Act oF 

Feprvary 20, 1905—Funcrtionat Part or Goons. 

“A series of circumferentially disposed outstanding blocks or 
elements, approximately diamond shaped and spaced by a series of 
grooves or lines which intersect each other at right angles, the blocks 
or elements being aligned on parallel cross-planes,” used on rubber 
vehicle tires held not to constitute a trade-mark, inasmuch as the 
alleged mark is a functional part of the tire. 

Same—Same—Same—DescriptivE Trrms-—Seconpary MEANING. 

The fact that long use by applicant of the diamond tread design 
as a trade-mark for its tires had given same a secondary meaning 
as distinguishing exclusively applicant’s tires, did not make the mark 
registrable, since the statute does not authorize the registration of 
descriptive marks. 


In equity. Action under provisions of Sect. 9 of Trade-Mark 
Act of 1905, Chap. 592 (33 Stat. 724), and Sect. 4915 of Revised 
Statutes to authorize the Commissioner of Patents to register a 


certain trade-mark. Bill dismissed. 


Wm. G. Henderson and Wm. Pepper Constable, for complain- 
ant. 

A. W.W. Woodcock and T. A. Hostetler, of Washington, D. C., 
for defendant. 


Soper, J.: The bill of complaint in this case was filed under 
the provisions of Section 9 of the Trade-Mark Act of February 20, 
1905, Chapter 592 (33 Stat. 724), and Section 4915 of the Re- 
vised Statutes, in accordance with the ruling, laid down in Amer- 
tcan Steel Foundries v. Robertson, 262 U. S. 209 [16 T. M. Rep. 
51]. The purpose of the suit is to secure an adjudication author- 
izing the Commissioner of Patents to register a mark under the 
Trade-Mark Act, in accordance with an application therefor filed 
by the complainant in the Patent Office on July 27, 1921. 

The petition in the Patent Office alleged that the trade-mark 
was designed for use upon vehicle tires composed of rubber or rub- 
ber and fabric, and described it as follows: 
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“The distinctive and distinguishing features of the trade-mark com- 
prise a series of circumferentially disposed outstanding blocks or elements, 
approximately diamond shaped, and spaced by a series of grooves or lines 
which intersect each other at right angles, the blocks or elements being 
aligned on parallel cross-planes. 


“The trade-mark is impressed or otherwise formed in the tread surface 
of the goods, or by printing it on the cover, container, or wrapper of 
the goods, or by attaching to the goods or to the wrapping thereof a tag 
or label bearing the mark.” 

The Patent Office refused the application on the ground that 
the design was a part of the tire itself, and was intended to pre- 
vent the slipping or skidding of the tire. It was thought probable 
that the tread of the tire had become so well known as to indicate 
the product of the applicant, but that this was immaterial since 
there was no evidence to show that the design was originally 
adopted solely for trade-mark purposes. 

On appeal, the Court of Appeals of the District of Columbia 
affirmed the ruling of the Patent Office in a memorandum opinion 
reported at 4 Fed. (2) 1013. The court said: 


“The diamond shaped projections which appellant claims as a trade- 
mark are clearly descriptive of the goods on which they are used since 
they form a very essential part of the goods itself. In other words, these 
projections are moulded on the face of a rubber tire, either to enhance 
the wear, or to prevent skidding, or both. Section 5 of the Trade-Mark 
Act of 1905 among other things provides that no mark, which consists 
merely in devices, which are descriptive of the goods with which 
they are used....shall be registered. As suggested in brief of counsel 
for the Patent Office, the most accurate way of describing an article 
is possibly the article itself.” 

The complainant nevertheless contends that it is not seeking 
to register the article itself—that is, the tire, but only so much 
thereof as is indicated by the words ‘“‘a band of diamond shaped 
figures.” These words, it says, accurately describe the mark and 
may be applied to anything in the world without affording the 
slightest information of its nature or quality. 

Section 5 of the Trade-Mark Act contemplates that even the 
name of an individual may be a trade-mark if written, printed, im- 
pressed or woven in some particular or distinctive manner, and it 
has been decided that it is no objection to the validity of an other- 
wise good mark that it is impressed upon or inherent in the article 
manufactured, as in the case of a water mark upon paper, a word 
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or symbol blown into a glass bottle or jar, or an arbitrary mark 


on the head of a horseshoe nail. Samson Cordage Works v. Puritan 
Cordage Mills, 211 Fed. 603, 605 [4 T. M. Rep. 225]. But it is 
quite clear that the complaintant does not seek to register a defi- 
nitely specified mark as an arbitrary symbol indicative of the origin 
of the goods, apart from the goods themselves, but a mark which, 
if not an essential, is at least an important part thereof. It 
consists of outstanding diamond shaped blocks disposed circum- 
ferentially upon the tire so as to form the tread. If an attempt 
were made to register as a trade-mark applicable to automobile 
tires the words “diamond shaped tread’ no one could contend that 
the words were not descriptive of the goods. It is certain that the 
complainant is no better off by adopting the diamond shaped tread 
itself to convey the idea. 

The complainant suggests that certain facts, now the subject 
of stipulation between the parties, were not brought out or clearly 
understood in the Patent Office and were not mentioned in the 
opinion of the Court of Appeals. The mark in question was adopted 
in 1908 to indicate origin. It was available for appropriation 
since, prior to the Goodyear tire, no tire bearing the mark or any 
confusing resemblance thereof had been made or sold. 

Thus for nearly 20 years it has been applied to many millions 
of tires so that the purchasing public in the United States and 
foreign countries has long been familiar with it, as identifying the 
goods of the complainant. The diamond tread presenting a broken 
surface moulded into rubber does tend to prevent slipping and 
skidding, but the particular Goodyear design is not an essential 
element since any rough or broken tread has the same effect, and 
the size, shape and arrangement of the projections and depressions 
may vary within wide limits without affecting the operation. The 
argument seems to be that even although the mark is descriptive 
of the goods to which it is attached, nevertheless, it is registerable 
since it now indicates to all men the origin of the goods and its 
exclusive apropriation by Goodyear has not interfered and will 
not interfere with the use by other manufacturers of nonskid de- 
vices of equal efficiency. But the prohibition in Section 5 of the 
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Trade-Mark Act against the registration of descriptive words is 
unqualified. It does not authorize their registration if adopted to 
indicate origin, or if publicly used for any particular period of 
time. No matter how long the use continues, the mark will never 
become a technical trade-mark. Judge Lurton in Vacuum Oil Co. 
v. Climax Refining Co., 120 Fed. 254, 256, said that 


“The descriptive word or sign or symbol may acquire a second- 
ary significance denoting origin or ownership. But this secondary signifi- 
cance is not protected as a trade-mark, for a descriptive word is not the 
subject of a valid trade-mark; the only office of a trade-mark being to 
indicate origin or ownership. When a descriptive word comes by 
adoption to have a secondary meaning its use in this secondary 
sense may be restrained, if it amounts to unfair competition. In such 
case if the use of it by another be for the purpose of palming off the 
goods of one as and for the goods of another, a court of equity will 
interfere for the purpose of preventing such a fraud. But this kind of 
relief depends upon the facts of each case and does not at all come under 
the rules applicable to infringement of a trade-mark.” See also Brennan 
v. Emory, 108 Fed. 624. 

It is immaterial, if it be true, that the complainant is assured a 
monopoly of the mark in the United States under the rules of law 
which forbid unfair competition, and that the registration of the 
mark is necessary only for the preservation of complainant’s foreign 
trade. It is stipulated that so long as the trade-mark is not reg- 
istered in the United States registration in many foreign countries 
cannot be secured and absence of registration not only leaves the 
complainant’s trade in some foreign countries at the mercy of 
commercial pirates selling inferior imitations, but also allows any 
resident of such countries who first registers the mark to appro- 
priate it regardless of ownership as defined by the law of the 
United States. These circumstances, it must be confessed, are 
persuasive and there is high authority for a “fair even liberal con- 
struction of the act designed as it is to promote the foreign and 
domestic trade of our country.” Beckwith v. Commissioner of 
Patents, 252 U. S. 538, 546 [10 T. M. Rep. 255], but, nevertheless, 
it is not within the power of the court to disregard the plain terms 
of the statute. 

Registration of the diamond tread is improper also because it 


is a functional part of the tire. The Trade-Mark Act of the United 
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States does not purport to create trade-marks. It provides merely 
for registration of them by the owner, while the property in them, 
the right to their exclusive use and their characteristics generally 
rest upon the laws of the several States. 

A trade-mark may be defined as a distinctive name, word, mark, 
emblem, design, symbol or device used in lawful commerce to indi- 
cate or authenticate the course from which has come, or through 
which has passed, the chattel upon or to which it is applied or 
affixed. Hopkins on Trade Marks, Section 3. McLean v. Fleming, 
96 U. S. 245; Mfg. Co. v. Trainer, 101 U. S. 51. But the chattel 
itself is not and cannot be the trade-mark. Moreover, while a mark 
otherwise good may be so fabricated with the goods as to be integral 
therewith, yet if it form a useful and functional part of the whole, 
it is not a valid trade-mark and may not be registered. Otherwise 
the owner would secure not merely the exclusive right to use the 
mark, but also the exclusive right to make the article itself, and 
would thus secure a perpetual monopoly irrespective of patent- 
ability. Re American Circular Loom Co., 28 App. D. C. 446; Put- 
nam Nail Co. v. Dulaney, 140 Pa. 205; In re Barrett Co. 28 App. 
D. C. 446; Putnam Nail Co. v. States Tire Co., 44 App. D. C. 469; 
Hood Rubber Co. v. Needham Tire Co., 48 App. D. C. 227 [9 T. 
M. Rep. 68]; Davis v. Davis, 27 Fed. 490; Daniel v. Electric Hose 
§& Rubber Co., 231 Fed. 827; Smith v. Krause, 160 Fed. 270. The 
complainant points out that the manufactured article in certain of 
these cases had been covered by a patent which had expired and 
hence the right to make it had become public property. But cer- 
tainly the complainant acquired no greater right in its diamond 
tread by failing to obtain a patent. Even if the device were pat- 
entable, the monopoly has long since been abandoned by the com- 
plainant. 

No one of course has the right to palm off his goods as those 
of the complainant, but subject to this qualification, the right to 
manufacture is open to all. It may be noted in passing that the 
complainant owns two design patents, Trogner of 1921 and Litch- 
field of 1924, which seem to cover the diamond tread. The validity 
of these patents it now seems to doubt because of the public use 
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which it inaugurated in 1908; but in any event, they are imma- 
terial since a design patent cannot be made to operate as a trade- 
mark. North British Rubber Co. v. Racine Rubber Tire Co., 271 
Fed. 936; nor, it may be added, can a trade-mark be used to per- 
form the function of a design patent. 

The complainant chiefly relies upon the decisions in the Sec- 
ond Circuit involving a trade-mark of the Capewell Horse Nail 
Company. See Capewell Horse Nail Co. v. Mooney, 167 Fed. 
575; affirmed in 172 Fed. 826; Capewell v. Green, 188 Fed. 20 
[1 T. M. Rep. 205]. This trade-mark consisted of certain check 
marks on the under or beveled face of a horse shoe nail head similar 
to the marking used on tools to provide gripping surfaces. As it ap- 
peared upon the nail head, it was distinctly a mark of orgin and in- 
dicated the manufacture. It was adopted by infringers for the 
purpose of confusing their goods with the Capewell product. In 
defense it was claimed that the nails were necessarily marked in 
the course of manufacture, when the metal passed through rollers 
provided with projections to keep the metal from slipping. 

The Circuit Court of Appeals held that the burden of proof 
was upon the infringer to establish the point, and that he had 
failed to do so. Nevertheless the court concurred in the conclu- 
sions of the trial court that even if it were necessary to have a 
gripping surface upon the roller, it was not necessary to select the 
one device which would produce upon the nail the exact counterpart 
of the Capewell mark. Infringement was therefore declared. 

The decision might have been based upon the ground of unfair 
competition; as rendered it seems to have conferred upon the owner 
not only a monopoly in the use of the trade-mark, but also in effect 
the exclusive right to use a specific form of roller in the manu- 
facture of the goods. Similarly, the complainant contends, it is 
entitled to the exclusive use of the tread of its adoption notwith- 
standing its functional value, since countless other equally useful 
designs are left to the trade. But the Capewell cases do not hold 
that the whole or a_ useful part of an article may 
be adopted as a _ trade-mark, and to press the ruling 
to such a conclusion involves a result so revolutionary in the 
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system of patent and trade-mark laws that it is impossible to sup- 
pose it was contemplated by the learned Court of Appeals of the 
Second Circuit. See Herz v. Loewenstein, 40 App. D. C. 278; 
Hoyt v. Hoyt, 143 Pa. 623. 

The bill of complaint will be dismissed. 


Tecia Corp’n anv Tecra Pearts, INc. v. SaAton Tectia, Lrp. 
New York Supreme Court—Special Term, Part V 


Trape-Marxks anp Unratr Competition-—“Tecra”—Use or Savient Fea- 

TURE oF Corporate Name—INJUNCTION. 

Where the plaintiff and its predecessors were first to adopt and 
make continuous use in their business of the word “Tecla” as a trade- 
mark for jewelry, particularly artificial pearl necklaces, and had in- 
corporated the said name in their business title, the use by defendant, 
Mrs. Tecla Eagle of the word “Tekla,” as a part of her business 
title, Salon Tecla, Ltd., held to be unfair competition, despite the fact 
that defendant’s business was buying, selling and dealing in cosmetics 
and various kinds of beauty preparations for women, inasmuch as her 
use of the word “Tekla” was calculated to deceive. 

Same—Same—Conspicuous Use or ANorHeER’s Bustness NAME. 

The use by defendant in its business name of the word “Tekla,” 
displayed in large letters with the other words of the title compara- 
tively inconspicuous, warranted the belief that defendant sought to 
profit by plaintiffs reputation and good will. 

Same—Same—SamMeE—LacuHeEs. 

Even though it was shown that several others than defendant had 
used the word “Tecla” as a part of a trade-name in various lines 
of business, the law cannot expect plaintiff to sue all infringers at the 
same time, nor can the failure to bring such actions be construed as 
acquiescence in infringement or in unfair competition. 

Same—Same—Same—Party to Surr—Extincr Corporation Herp Proper 

Parry. 

Plaintiff corporation, which originally instituted action, although 
since dissolved, might, nevertheless, become party to the action for 
the purpose of winding up its business. 


In equity. Action to enjoin infringement of trade-mark. In- 
junction granted. 


Manoney, J.: This is an action by plaintiffs against the de- 
fendant Salon Tecla, Ltd., for an injunction restraining defendant 
from in any way using the word “Tecla” as a part of its trade-mark 
or trade-name or in connection with the business conducted by de- 
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fendant at No. 177 West Fifty-seventh street, Borough of Man- 
hattan. 

Plaintiff secured a preliminary injunction, and upon applica- 
tion for a continuance thereof pending the trial such application 
was granted. 

The learned judge at Special Term filed a lengthy opinion, 
giving reasons for his decision, and in said opinion made reference 
to the facts submitted in the affidavits before him and to the law 
bearing upon applications of the character of that up for con- 
sideration. 

Upon appeal Special Term was affirmed by a three to two de- 
cision (T’ecla Corp’n v. Salon Tecla, Ltd., 215 A. D., 706 [15 T. 
M. Rep. 494].) Plaintiff the Tecla Corporation, a New York cor- 
poration, in 1923 took over the business of the Tecla & Co., its as- 
sets, trade-marks and good will. 

The Tecla & Co. was organized under the laws of the State 
of New York in 1906, and from the date of its organization engaged 
in the business of selling jewelry and other articles and particularly 
artificial pearl necklaces. 

The plaintiff Tecla Pearls, Inc., is the successor in business 
of the plaintiff the Tecla Corporation and is in all respects engaged 
in the same business as that conducted by said plaintiff and at the 
same place of business, viz., No. 398 Fifth avenue. The business 
has been conducted at that number for about the last fifteen years. 
It was originally founded by F. J. Godsol, who adopted for his 
jewelry business the trade-mark “Tecla,” which he duly registered 
on August 20, 1907, in the United States Patent Office under trade- 
mark No. 64783, of which trade-mark registration plaintiffs respec- 
tively became the owners upon purchasing the business. 

The trade-mark, which apparently developed into the trade- 
name of plaintiffs and their predecessors, consists of the name 
“Tecla” written in a certain characteristic script, with an accent 
mark over the “e.”” Plaintiffs also became the owners of the follow- 
ing United States trade-mark registrations: “No. 97456, registerd 
June 2d, 1914, under the name ‘Tecla’ for ‘tooth soaps, tooth and 
face powders, lotions, oils, pastes, creams for toilet and external 
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medicinal use.’ No. 177712, registered December 25, 1923, ‘for 


face powder.’”’ The former was a registration of the name “Tecla’”’ 
whereas the latter was spelled “Tekla’” and was purchased by plain- 
tiffs from A. Bourjois & Co., Inc., a concern that had established 
a business in face powders under that trade-mark. 

On September 7, 1922, plaintiff's predecessors made applica- 
tion for registration of the trade-mark ““Tecla” written and dis- 
played in script, as applied to pearls and precious stones, both arti- 
ficial and natural, and for jewelry for personal wear, comprising 
pearls and precious stones, not including watches, and on March 3, 
1925, such registration No. 195654 was granted. 

During all the times mentioned plaintiffs and their predecessors 
have expended large sums of money in advertising the business 
under such name Tecla. Plaintiffs do a very substantial business, 
the gross sales approximating from $350,000 to $375,000 annually. 

Defendant is a domestic corporation which was organized 
under the name Salon Tecla, Ltd., in February, 1925. Plaintiff's 
attention was shortly thereafter called to the fact of defendant’s use 
of the word “Tecla.” A photograph of defendant’s shop taken at 
the time complained of exhibits the name of the defendant as “Tecla, 
Ltd.,” both on the exterior panel above the glass front and on the 
front portion of the interior platform in the show window. The 
word Tecla is in large lettering in script, while “Ltd.” is in dimin- 
utive type. The general appearance and display of the name Tecla 
” on defendant’s store front was so 
similar to the appearance of plaintiff's store front as to clearly 


with accent mark over the “e 


create the impression that defendant’s business name is Tecla. 
Suit was started by plaintiffs on April 29, 1925, and immedi- 
ately thereafter another photograph of defendant’s shop was taken, 


disclosing that although the “T”’ had been removed some way or 


another a visible imprint of such letter was plainly visible. After 
the action was under way defendant proceeded to make other 
changes. 

On labels attached to defendant’s merchandise the defendant's 
name is given as Tecla Limited, the work Salon being entirely 
omitted, and the word limited being printed in small type. 
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Mrs. Eagle, owner of almost all the stock in defendant cor- 
poration, claims that her full name is Tecla Eagle, and that there- 
for she has a right to the use of word Tecla in connection with 
her business. On cross-examination, however, she admitted that 
half the time she spelled her first name Tecla and the other half 
Thecla. Also she, admitted that half of the time she omitted an 
accent mark on the letter “e.”” The evidence of the manner in 
which defendant has attempted to make use of the word “Tecla” 
satisfies me that defendant sought to profit by plaintiff’s reputation 
and good will, and I am also satisfied that the use of such word 
by defendant as established at the trial could readily lead a reason- 
able person to believe that defendant was in some way connected 
with plaintiff corporation. 

The facts established at the trial seem to be quite strong and 
substantial as those alleged on behalf of plaintiffs on the applica- 
tion for the temporary injunction. I realize fully that the decision 
made at Special Term and by the Appellate Division in its affirm- 
ance are not necessarily conclusive upon me (Shubert v. Gallagher, 
206 A. D., 514), because on the trial of an action for an injunction 
many facts may not be proven that might be the basis of the grant 
of an injunction at Special Term. 

The main point made by defendant at the trial was its con- 
tention that defendant conducts a beauty shop for women where 
personal service is the chief commodity sold, whereas plaintiff con- 
ducts a jewelry establishment, so that there could be no possible 
competition. 

Defendant’s articles of incorporation moreover provide: 


“Manufacturing, buying, selling and dealing in cosmetics, pomades, 
nail polishes and tints, hair tonics, hair dyes, scalp cleansing preparations, 
to deal in and deal with human hair work of every description, including 
switch, waves, braids, curls, puffs, transformations, wings, toupees and 
all kinds of hair dressing preparations, scalp cleansing preparations, cos- 
metics, ornaments, hair dressing supplies and toilet articles of every 
description.” 


The sales of cosmetics, however, by plaintiffs have been to 
such little extent and so infrequent that it can hardly be said that 


in such line of business plaintiffs possess a good will of any sub- 
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stantial value. Even if, so far as the commodities they respectively 
sold are concerned, the parties to this proceeding were not in actual 
competition, the facts proven before me, require and justify pro- 
tection to plaintiffs in its trade-mark and trade-name in its general 
business adopted by it so many years ago and continually used by 
it (Rosenbery Bros. Co. v. Elliott, 7 Fed. 962, 2d ed.; Wall v. Rolls- 
Royce of Am., Inc., C. C. A., 3d Cir., March 5, 1925, 2d Fed. Rep. 
833 [15 T. M. Rep. 239]; Aunt Jemima Mills Co. v. Rigney & Co., 
247 Fed. 407 [8 T. M. Rep. 153].) 

It is no answer to this application to say that actual deception 
has not been proved by the production of testimony or names of 
those alleged to have been deceived (7. A. Vulcan v. Myers, 139 
N. Y., 864; German-American Button Co. v. Heyman Feld, 170 
A. D. 416 [6 T. M. Rep. 87].) Furthermore, it will be 
noted that our courts have often restrained the unfair use of 
a first or given name (Lipson & Adelson v. Feigenbaum, et al, 
205 A. D. 701 [13 T. M. Rep. 280]; Lucille, Limited, Paris & 
New York v. Lucille Schrier, 191 A. D. 567 [10 T. M. Rep. 274].) 
The defense of publici juris has not been sustained. 

It is true that at the trial it was shown that several others in 
different lines of business and in lines in no way competing with 
plaintiffs have used the word Tecla as part of a trade-name. It was 
not shown, however, that plaintiffs ever had knowledge of the use of 
the name by these other individuals or parties. Moreover, the 
law cannot expect a plaintiff to sue all infringers at the same time, 
and the failure to bring a multiplicty of actions cannot be con- 
strued as acquiescence in infringement or in unfair trade competi- 
tion. 

Defendant if honest in her desire to use the word Tecla may 
use that word in the combination “Tecla Eagle.” She may also 
use her title Salon Tecla, Limited, if such words as used are in 
the same type and of same size. The type should be different 
from type now used by plaintiff. 


Defendant’s motion to dismiss the complaint as against the 
plaintiff, the Tecla Corporation, on ground that it has no further 
interest in the litigation and that it is legally dissolved, and that 
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none of its property rights can in any way be affected by the con- 
tinuance of the acts complained of, is denied. 

The right of the defendant to have recourse against the bond 
posted in the preliminary injunction by said plaintiff is dependent 
upon the final outcome of the suit, and since the Tecla Corporation 
originally instituted this action, it should not be deprived of its 
right to establish that the preliminary injunction was justified. Al- 
though dissolved, this plaintiff may nevertheless for the purpose of 
winding up its business both sue and be sued (Stock Corporation 
Law, sec. 105, subdivs. 7 and 8). Moreover, it would seem to me 
that the merits of this motion as against this particular plaintiff 
were practically passed upon in the decision upon plaintiff's prev- 
ious motion to dismiss, which was denied at Special Term. 

The injunction pendente lite granted at Special Term and 
affirmed by the Appellate Division should therefore be made perma- 
nent in the respects above specified, and in other respects it should 
be vacated. Proposed findings passed upon. 


OstermMoor & Company, Inc., Epwin A. Ames, ann Epwin A. 
Ames, Trapine as Ostermoor & Company v. THE 
FeperaAL TrapeE ComMIssioNn 


United States Circuit Court of Appeals, Second Circuit 


January 10, 1927 


Unrarr CompeTition—Feperat Trane Commission ActT—EXaGGERATION IN 
ApverTISING—CERTAIN Decree or “Purrinc” Perrmissipste—Ap- 
PEAL—ANNULMENT. 

The use by petitioner, for many years engaged in the manu- 
facture and sale of mattresses, as a trade-mark of a pictorial repre- 
sentation of a mattress, showing same enclosed at one end and open 
and expanded at the other in such a way that the expanded portion 
rose thirty-five inches or more above the other portion, whereas the 
actual enlargement was from three to six inches, held not to tend to 
deceive the average purchaser, inasmuch as such representation was 
regarded as merely fanciful and was not intended to be descriptive; 
moreover, there was no evidence of purchasers having been deceived 
thereby. The Commission’s order to cease and desist was, therefore, 
annulled. 
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In equity. On appeal from an order of the Federal Trade 
Commission, to cease and desist from alleged unfair methods of 
competition. Order annulled. 


C. C. Cousins of New York City, for petitioners. 
Bayard T. Hainer, Chief Counsel, Adrien F. Busick, Assist- 
ant Chief Counsel and Richard P. Whiteley for respond- 


ent. 


Before Hoven, Manton and Mack, Circuit Judges. 


Mack, C.J.: The amended complaint filed against petitioners 
in April, 1924, charges as unfair methods of competition within 
section 5 of the Federal Trade Commission Act, that they had pub- 
lished throughout the country false and deceptive advertisements 
consisting principally of pictorial representations of mattresses. 

We shall assume the complaint further charges, as respondent 
asserts in its brief, that the misrepresentation is in— 

“pictorially showing that petitioners’ mattresses are constructed of super- 
imposed layers of cotton felt or bats of such number and thickness and 
resilience that if a completed mattress of from four to six inches in 
thickness were opened up at one end by ripping or removing the ticking 
or covering thereon, said layers of cotton felt would expand to the extent 
of 35 inches or more, and that the said expansion of such opened-up end 


would be at least six or seven times the thickness of the enclosed end of 
said mattress.” 


The Commission found that when opened at one end in the 
manner above described the expansion was from three to six 
inches instead of as the pictures indicated, 35 inches or more; that 
over $4,000,000 had been expended by petitioner and its predeces- 
sors in advertising; that a substantial number of the public had 
been induced to buy petitioners’ mattress in preference to that of 
other manufacturers who do not falsely represent their mattress 
to possess the expansion resilience or thickness of filling claimed 
by petitioners for the Ostermoor. 

The order to cease and desist in substance forbade the pic- 
torial representation of any exaggeration of the expansion which 
takes places if a completed mattress were partly ripped open; the 
essential basis of the order were the pictures in use as trade-marks 
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for over 30 years. These pictures and their origin are described 
in the findings of the Commission as follows: 


“In 1895, respondent Ames caused to be constructed a model of a 
mattress filled with layers of cotton, with the cover open and the filling 
exposed at one end, said exposed end and the cotton filling thereof being 
manipulated so as to greatly expand such cotton filling, between the bats 
or layers of which supports were placed to hold the filling in said ex- 
panded position. Photographs were then taken of this model and, guided 
by said photographs and by drawings and instructions from respondents, 
a picture of a mattress was produced by an artist, showing the mattress 
enclosed at one end and opened and greatly expanded at the other end. 
This exaggerated picture was incorporated by respondents in the several 
trade-marks adopted by them. 

“About January 15, 1895, respondents began using the picturizations 
or depictions of open-end mattresses as trade-marks, and attached to all 
mattresses manufactured and sold by them a label or brand bearing pic- 
torial representations of an Ostermoor mattress in the later processes of 
construction. 

“The device upon this label is a circle set within a square and 
quartered by lines of diameter intersecting at the center; in one corner 
is a mattress cover upon which has been placed several layers or bats of 
cotton felt, a woman is in the act of adding a final layer to the mattress 
filling; in the second quarter of the label is shown a mattress with upper 
portion of the cover drawn in part over the filling so as to restrain one 
end, at the other end the mattress filling is shown as flaring widely, 
showing eight layers or bats; in the third quarter a woman is represented 
as in the act of fastening the edges of the cover together, she has pro- 
gressed in the process some inches from the end of the mattress and the 
filling has flared or expanded toward the other end so as to show the bats 
or layers of filler rising to about the height of the woman’s head although 
the support of the mattress reaches only to a point below the pictured 
woman’s hip and the enclosed top to about her hip; in the fourth quarter 
is shown a mattress in sections, the smaller section completed and tufted, 
while in the larger section the filing for a few inches is restrained by the 
cover and for the rest of the distance it is exposed, showing a flare similar 
to that shown in the adjacent quarter. Following one of the diameter lines 
which divide the circle is the word ‘Ostermoor,’ and following the other 
diameter line is the legend ‘Hand-Laid Filling, thus giving the impression 
that the representations in series upon the label were of the final processes 
of Ostermoor mattresses construction.” 


The misrepresentation is found as follows: 


“Such pictorial representations of the bed mattresses of respondents 
so set forth upon such brands or labels indicate great elasticity and resili- 
ency and an expansion of the filling when unrestrained to several times the 
thickness of such filling when bound in such mattresses, such filling when 
flared out or expanded being at least six or seven times as thick at the 
extreme free or open end as in the covered portion of the mattress. The 
thickness of the completed stock mattresses of respondent is from about 
four inches to about six inches, while the flaring free ends are of such pro- 
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portion that they plainly indicate the thickness of the cotton filling when 
freed from restraint to be at least 35 or 40 inches. 


“The pictorial representations of Ostermoor mattresses which appear 
upon the labels and in the advertising of respondents, grossly exaggerate 
the expansion which actually occurs in respondents’ mattress filling freed 
at one end from restraint. As a matter of fact, the filling of respondents’ 
mattresses when unrestrained rises above the thickness of the mattress 
when restrained, or completed, only about 50 to 100 per cent, or from 
three to six inches instead of 35 inches or more, as indicated in the afore- 
said picturizations. Such pictorial representations used in the advertising 
of respondents and on the labels exaggerate the expansion of the filling 
of respondents’ mattresses and imply a resiliency or elasticity far be- 
yond the fact.” 

As pointed out by the dissenting Commissioner, Mr. Hum- 
phreys, even the slightest exaggeration well within the limits of 
legitimate trade puffing, would fall under the Commission’s condem- 
nation. But the statutory power to prohibit unfair methods of com- 
petition cannot be stretched to this extent; the slightest pictorial 
exaggeration of the qualities of an article cannot be deemed to be 
either a misrepresentation or an unfair method of competition. 

The time-honored custom of at least merely slightly puffing 
unlike the clear misrepresentation of the character of goods as in 
the Winstead Hosiery Company case, 258 U. S. 483 [11 T. M. Rep. 
277], has not come under a legal ban. See F. T. C. v. Gratz, 253 
U. S. 421 [10 T. M. Rep. 295], as to “unfair competition.” Even 
if the petitioner were properly found to have committed a wrong 
the order here issued must be deemed erroneous in that it attempted 
to prohibit not merely the wrongdoings but likewise proper trade 
practices. 

We cannot however, concur in the interpretation of the pictor- 
ial representation upon which the order is based. As also pointed 
out by the dissenting Commissioner, and as indicated in the above 
quoted findings of the Commission, the pictures clearly assume 
to show the final stages in the construction of the mattress, the 
thickness and resiliency before compression and not afterwards; 
a mattress in process of manufacture, and one completed and after 
some unknown use, ripped open again. And there is no testimony 
that such a representation is a misrepresentation of the unfinished 
article or of the materials or of the process of utilizing them in the 
manufacture of the mattress. Concededly, it is an exaggeration 
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of the actual condition; indeed petitioner asserts that it is not and 
was not intended to be descriptive but fanciful and as such, the 
subject matter of valid trade-marks. 

The only possible support in the record for the interpretation 
of the picture as a finished and partially reopened mattress, as 
charged in the complaint and as enjoined by the order, is the fact 
that in a 1913 cushion catalogue and in a mattress catalogue last 
printed in 1916 and abandoned since its last issuance in 1921, a 
year before corporate defendant’s incorporation and three years 
before the complaint was filed, the legend accompanying one of 
the pictures reads: “Showing the builtup Ostermoor sheets appear- 
ing from out a completely-finished cushion, ripped open for in- 
spection. Note resiliency of filling.” No such legend accompanied 
any of the mattress pictures in this or other catalogue or any 
picture since 1921. 

Defendant Ames personally and trading as Ostermoor & Com- 
pany was improperly joined as a defendant; his old established 
business had been transferred to Ostermoor & Company, Inc., two 
years before complaint was filed; the fact that he owned practically 
all of the capital stock did not render him individually subject to 
the cease and desist order. The sole apparent purpose in making 
him a party defendant was to get the discontinued 1916 and earlier 
catalogues into the record as admissible in evidence against him. 

It is unnecessary to determine many questions sought to be 
raised, among others, whether the proceeding is in the public 
interest, in the light of the fact that petitioner does less than 1 
per cent of the mattress and cushion business of the country, that 
hundreds of competitors use similar advertising pictures, that 
petitioner and its predecessors have established a high reputation 
and have always fulfilled their guarantee to make good any com- 
plaints, or to what extent the use of otherwise valid trade-marks in 
unfair competition may be forbidden. The determination of valid- 
ity or invalidity of the picture as a trade-mark, because fanciful 
or merely descriptive, is not within the jurisdiction of the Com- 
mission or of this Court in this proceeding. The sole inquiry here 
is that of unfair competition against the public interest. 
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In our judgment, this pictorial representation of the process 
of manufacturing Ostermoor mattresses and of the materials used 
therein, even though exaggerated as to their characteristics, cannot 
deceive the average purchaser and the record is practically bare 
of any evidence of actual reliance upon the puffing exaggeration of 
qualities. There is no basis for the finding that “substantial num- 
bers of purchasers had been misled and deceived by the grossly 
exaggerated pictorial representation.” 

Finding no evidence of unfair competition, the order of the 
Commission is annulled. 


McLe.tian Stores Company v. Conran & Company, Inc. 
Court of Appeals, District of Columbia 


April 4, 1927 


Trape-Marxs—Opposition—“Dainty Main” anno “Lapy Dainty’—Reais- 

TRATION PresuMPTIVE OF OwNerRsHIP DurinG ReGistraTIoN Peron. 

Where opposition was made to the registration of the words 
“Dainty Maid” on the ground of confusing resemblance to the mark 
“Lady Dainty,” already registered under the Act of 1905, applicant’s 
contention that prima facie presumption of ownership did not extend 
beyond the date of registration, held unsound, since Congress evi- 
dently intended that the owner of a mark should enjoy a continuous 
presumption of ownership during the life of the registration. 

Samr—Same—Same—“Dainty” Aone Descriptive, But “Lapy Dainty’ 

Fancirut Wuen Compinep With Otuer Term. 

While the word “Dainty” used alone is descriptive, when used 
in connection with either the word “lady” or “maid,” the general 
significance of the whole becomes either fanciful or, at most, merely 
suggestive. 


On appeal from a decision of the Commissioner of Patents 


in an opposition proceeding. Affirmed. For Commissioner’s deci- 
sion, see 16 T. M. Rep. 182. 


C. P. Goepel, C. T. Melous and J. H. Melous for the appel- 
lant. 


O. R. Singleton and C. V. Imlay for appellee. 


Before Martin, Chief Justice, and Ross and Van Orspe-, 
Associate Justices. 
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Ross, A. J.: Appeal from concurrent decisions of the tri- 
bunals of the Patent Office in a trade-mark opposition proceeding 
in which registration of the words “Dainty Maid” has been refused 
because of a finding that they so nearly resemble “Lady Dainty,” 
opposer's trade-mark, “‘as to be likely to cause confusion or mistake 
in the mind of the public or to deceive purchasers.” See Section 5 
of the Trade-Mark Act of 1905, 33 Stat. 724. 

The earliest date of adoption and use claimed by the appli- 
cant, appellant here, is May 21, 1924. Opposer, appellee here, 
introduced in evidence a registration of the words “Lady Dainty” 
to opposer’s predecessor on April 1, 1913, and an assignment of 
the mark “in connection with the good will of the business” (see 
Section 10 of the Trade-Mark Act), which assignment was duly 
recorded in the Patent Office. Opposer introduced no other evidence. 

Section 16 of the Trade-Mark Act provides “That the regis- 
tration of a trade-mark unde the provisions of this Act shall be 
prima facie evidence of ownership,’ and that any person who, 
without the consent of the owner, shall reproduce, counterfeit, copy 
or colorably imitate any such trade-mark and affix it to merchan- 
dise of substantially the same descriptive properties as those set 
forth in the registration, etc., shall be liable in an action for dam- 
ages. 

Applicant contends that the prima facie presumption of own- 
ership does not extend beyond the date of registration; in other 
words, that the registrant is presumed to have owned the mark on 
the date of registration but not afterwards. 

This contention was rejected by the Patent Office and we think 
correctly. Section 12 of the Trade-Mark Act provides that a 
certificate of registration shall remain in force for 20 years, ex- 
cept in the case of a trade-mark previously registered in any for- 
eign country, which expires on the date it ceases to be protected in 
such foreign country. 

Taking these provisions together, as we must, it is apparent 
that Congress intended that the owner of a mark should enjoy a 


continuing presumption of ownership during the life of the regis- 
tration. 
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As to the second question, or whether the two marks are de- 
ceptively similar, we agree with the Patent Office. As stated by 
the Commissioner, “It is thought the two marks, when viewed in 
their entirety, are so far similar that ordinary purchasers, not 
having the two marks side by side but depending upon memory and 
giving no great thought to the matter, would be likely to be con- 
fused as to the goods and their origin. True enough, the word 
‘Dainty,’ used alone, is descriptive, but in connection with either 
of the other words, the general significance of the complete notation 
becomes either fanciful when applied to hosiery or at most merely 
suggestive.” 

The decision is affirmed. 


Louis Meyers & Son, Inc. v. O’CaLLaGuan & Feppen, INc. 
Court of Appeals, District of Columbia 
April 4, 1927 


Trapve-Marxs—Opposirion—“Sun” anp Sun Device—Pvsuic1 Juris. 
The word “Sun” and the device of a sun having been in such 
common use as a trade-mark in various industries as to become 
publici juris, appellee had the right to use these features, provided 
such use was sufficiently distinguished from the use of the same devices 
made by appellant. 


On appeal from decisions of the Commissioner of Patents in 
an opposition case. Affirmed. For the Commissioner’s decision, 
see 16 T. M. Rep. 190. 


Louis Alexander, of New York City, for appellant. 
J. Atkins for appellee. 


Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. 


Ross, A. J.: This is an appeal from concurrent decisions of 
the Patent Office tribunals in a trade-mark opposition proceeding 
overruling the opposition of Louis Meyers & Son, Inc., appellant 
here, to the registration by O'Callaghan & Fedden, Inc., the appel- 
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lee, of the word “Sunlight” superimposed on a portion of the sun 
with rays. 

Appellant was first to adopt and use the representation of a 
rising sun upon gloves, but in each instance the mark was used in 
connection with “Meyers” or “L. M. & Son.” Appellee uses its 
mark in the sale of hosiery. We agree with the Patent Office that 
the case is ruled by our decision in Patton Paint Co. v. Sun- 
set Paint Co., 53 App. D. C. 348, 290 Fed. 323 [13 T. M. Rep. 
345], where it was said: “The word ‘Sun’ and representations of 
the sun, have been used so long by business men in the making of 
trade-marks and devices that neither one nor the other can be 
so exclusively appropriated by one manufacturer or tradesman as 
to wholly deny its use in any manner by others.” Appellee there- 
fore has the right to use the word sun and the representation of 
the sun, provided such use differs sufficiently from prior marks as 
to render confusion in trade improbable. We think it has met 
this requirement. 

The Patent Office found, and the appellee here contends, that 
hosiery and gloves are goods of different descriptive properties. 
In view of the finding we have just made, it is unnecessary to deter- 
mine this question, but see Hanover Milling Co. v. Metcalf 240 
U. S. 403 [6 T. M. Rep. 149]; Beich v. Kellogg Co., 49 App. D. C. 
186, 262 Fed. 640; Borden’s Condensed Milk Co. v. Eagle Mfg. 
Co., 47 App. D. C. 191; Beech-Nut Packing Co. v. P. Lorillard 
Co., 299 Fed. 834, 846 [14 T. M. Rep. 351]. 

The decision is affirmed. 
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Conflicting Marks 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of the applicant, Pioneer Cotton Mills, of the decision of the 
Examiner of Trade-Mark Interferences sustaining the opposition 
fixed by Nashua Manufacturing Company and adjudging the appli- 
cant not entitled to the registration for which it has applied. 

The applicant seeks registration of a trade-mark consisting 
of a representation of an Indian head, side view, placed upon a disk 
background, there being the two extremities of three arrows show- 
ing at the opposite edges of the disk or circle. The mark is used 
upon cotton duck. 

The opposer claims use of several marks, one consisting of 
the representation of an Indian head and shoulders with a portion 
of a bow above one shoulder and the feathers of the arrows show- 
ing behind the opposite shoulder, three feathers being prominently 
displayed as projecting from the top of the head. Another trade- 
mark consists of the words “Indian Head.” Some other marks 
include, along with the representation of the Indian, some grade 
terms such as Wachusett heavy sheetings, etc. 

Neither party has taken testimony, but by stipulation it is 
conceded the statements of the opposer and the applicant in their 
pleadings are, regarding the facts therein recited, substantially 
true. 

Opposer alleges adoption and use of its mark at least 75 years 
ago, which use has continued to the present time. Opposer alleges 
the use of its mark upon its goods in exportation in many foreign 
countries and in substantially all parts of the United States. 

It alleges its trade-mark is one of the most widely known in 
this country in connection with the class of goods to which the 
mark is applied. Under these conditions the mark necessarily 
constitutes a very valuable asset to the business of the opposer. 

Applicant claims that the representation of an Indian or an 
Indian head, in connection with goods of this general character 
is so common that no one can be properly granted the broad pro- 
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tection which would exclude others from using the representation 
of an Indian head which was substantially different from that 
adopted and used by the opposer. Some 19 registrations are cited 
by the applicant in support of its contentions, but in view of the 
stipulation it must be noted these registrations are subsequent to 
the date of adoption and use by the opposer. 

It must be admitted the mark of the applicant is not like that 
adopted by the opposer. If the general use of representations of 
Indian heads, shown by the applicant, had preceded the date of 
adoption and use by opposer of its mark, the opposition could 
not be sustained because of the clear difference in the marks. 

Since, however, the opposer was first in the field, was in the 
field for half a century before the applicant adopted its mark, had 
spent large sums in advertising its goods on which the mark was 
used and had registered the words “Indian Head” as a fanciful 
name independently of any representation of an Indian head, it 
must be deemed that the applicant, when it adopted its Indian 
mark, was familiar with the wide and extensive use and knowledge 
by others of opposer’s mark. Under these conditions and having 
the entire field before it from which to choose its mark, the selec- 
tion of a mark which is readily recognized as an Indian head 
seems not to have been justified. 

Granted that the marks are different and that some doubt may 
exist as to whether confusion in trade is probable, yet such doubt 
must be, according to the usual rule, resolved against the applicant, 
who is here the newcomer. It is believed purchasers of the opposer’s 
goods would be apt to refer to them as Indian Head goods and this 
would readily lead them to purchase, after they had forgotten some- 
what the details of opposer’s mark, the goods of the applicant be- 
lieving they were purchasing those of the opposer. 

It must be remembered the marks are seldom exhibited upon 
the goods side by side for comparison. A purchaser may, and 
frequently does, tell another probable purchaser to ask for the 
Indian Head goods and such probable purchaser would readily be 
misled under such conditions. 

It is believed the goods clearly belong to the same class as 
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that which has been defined by the cases of H. Wolf §& Sons v. 
Lord § Taylor, 202 O. G. 682, 41 App. D. C. 514 [4 T. M. Rep. 
219]; E-Z Waist Company v. Reliance Manufacturing Company 
311 O. G. 709, 52 App. D. C. 291 [13 T. M. Rep. 96]. The light 
grades of duck approach very closely to heavier grades of cotton 
sheeting and it would seem the mark of the opposer appearing upon 
the former class of goods, a customer, seeing the Indian head of 
the applicant’s mark upon the latter class of goods, would be led 
to think the goods had the same origin. 

Basing the holding largely upon the long and extensive use 
by opposer of its marks, including that comprising the notation 
“Indian Head,” and the fact that the opposer appears to have 
been the first to adopt an Indian head as a trade-mark on any goods 
of this general character, it is held, notwithstanding the specific 
differences between the particular representations of the Indian 
heads, that the doubt as to confusion in origin of goods should be 
and is resolved against the applicant. 

The decision of the Examiner of Trade-Mark Interferences 
sustaining the opposition and adjudging the applicant not entitled 
to the registration for which it has applied is affirmed.’ 


Descriptive Terms 


Kinnan, F. A. C.: Application No. 235890, filed August 12, 
1926, for registration of the trade-mark “Style Ease” for leather, 
cloth and rubber boots, shoes and slippers, in class 39, Clothing. 

While the applicant has invited attention to a number of regis- 
tered marks, some of which have been held proper by the court, 
yet none to which my attention has been invited nor with which I 
am familiar appears determinative of applicant’s contention. 

The holding in the case of Franklin Knitting Mills, Inc. v. 
Kassman & Kessner, Inc., 8348 O. G. 5380, App. D. C. —- [16 T. 
M. Rep. 342], that “Fashion” is descriptive for wearing apparel 
would seem to support the Examiner’s view that “Style” is in the 


* Nashua Manufacturing Co. v. Pioneer Cotton Mills, 151 M. D. 429, 
March 29, 1927. 
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same category. It is not seen that the joint use of the second 
descriptive word “Ease” changes the situation. 
The decision of the Examiner of Trade-Marks is affirmed.’ 


Form of Mark 


Moore, A. C.: The law requires that the mark sought to be 
registered must be the same as the mark shown to have been used 
(Quaker City Flour Mills Company v. The Quaker Oats Com- 
pany, Quaker Mills Company, American Cereal Company, 214 
O. G. 684, 43 App. D. C. 260, 1915 C. D. 113 [5 T. M. Rep. 
197].) 

The question for decision, therefore, is whether the mark 
“Water Tower” is the same as the mark “The Water Tower.” 

I am of the opinion that there is substantial identity between 
the two marks; that the mark consists of the notation ““Water 
Tower”; that the word “the” is not a part of the mark; nor does 
it have a limiting or qualifying relation with respect to the mark. 
No particular water tower is referred to. While the word “the” 
is sometimes placed before titles (see New Standard Dictionary), 
yet it is the usual practice to use the title alone. The practice 
to be followed in a given case is merely a matter of choice. The 
two titles as used by the appellant would produce the same effect 
upon the mind of the public; they are identical. 

The decision of the Examiner of Trade-Marks is reversed.* 


Non-Conflicting Marks 


Moore, A. C.: This is an appeal by the opposer, Caron Cor- 
poration, from the decision of the acting Examiner of Interferences 
dismissing its notice of opposition and adjudging that the appli- 
cant, V. Vivaudou, Inc., is entitled to register the trade-mark 
“Narcisse de Chine” for face powders, face creams, perfumes, toilet 
waters, etc. 


*Ex parte Herbert W. Hanan, 151 M. D. 432, March 30, 1927. 
*Ex parte The Chicago Bridge & Iron Works, 151 M. D. 418, March 
14, 1927. 
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On November 11, 1926, the opposer moved that the hearing 
of its appeal in this proceeding, set for November 12, 1926, and 
all further proceedings herein be stayed pending the final hearing 
and disposition of the action in equity brought by the Caron Cor- 
poration, the said opposer, against V. Vivaudou, Inc., the said ap- 
plicant, in the United States District Court for the Southern Dis- 
trict of New York. 

This motion was argued by counsel at the time set for the 
hearing of the opposer’s appeal. It was disposed of orally by 
deciding that the appeal should be argued at the time set, but that 
the decision on the appeal would be deferred pending the disposi- 
tion of the said suit in equity. It was also understood and agreed 
that as the said suit in equity involved the same parties and the 
same cause of action, viz., infringement of the opposer’s registered 
trade-mark “Le Narcisse Noir,’ No. 182585, the decision of the 
Hon. Judge in said equity proceeding should be controlling in the 
instant case. 

On April 1, 1927, a copy of the decision of Hon. Augustus 
N. Hand, District Judge, who heard and decided said suit in equity, 
was filed in this proceeding. In said decision the Hon. Judge 
dismissed the complainant’s (opposer’s) bill with costs, holding in 
part as follows: 

It is said that ‘““Narcisse de Chine,” under which the Vivaudou 
Company sells its product, is an infringement of complainant's 
trade-mark ‘“‘Narcisse Noir.” The latter trade-mark may have a 
secondary meaning acquired by its application to the complainant's 
synthetic perfume. The words and the complainant’s perfume 
seem intended to suggest the Narcissus perfume. It may be that 
the crude perfume is unpleasant and that “Narcisse Noir’ is 
an agreeable blend, but however that may be, it is to some degree 
descriptive and suggestive of Narcissus and accordingly should 
be limited in its scope to the particular perfume put out by the 
complainant. France Milling Co. v. Washburn-Crosby Co., 7 Fed. 
(2nd) 304 [15 T. M. Rep 185]. 

Now Vivaudou is in the same way as complainant using a 
perfume that is a blend suggesting Narcissus and it has a right to 
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use an old descriptive word such as “Narcisse.” The formula and 
composition of complainant’s perfume is not described, but both 
companies sell a synthetic perfume suggesting Narcissus and have 
a right, as do others, to use this familiar word. So long as the 
trade-mark of Vivaudou does not by name or symbol indicate the 
mark “Narcisse Noir,” it cannot infringe. I find no proof that 
Vivaudou has infringed the complainant’s trade-mark or that its 
goods have been palmed off as those of the complainant, or that 
they could possibly be mistaken for complainant’s by any reason- 
able person. 

The decision of the Hon. Judge in said equity cause is in full 
accord with the decision of the Acting Examiner of Interferences 
in this proceeding, respecting the merits of the question in issue. 

In view of the reasons stated in said decisions, the decision of 
the acting Examiner of Interferences is affirmed.* 


Goods of Same Descriptive Properties 


Kinnan, A. C.: Applicant’s mark comprises the pictorial 
representation of a cat’s head on a circular background lined to 
indicate shading only. The cat’s head occupies the greater por- 
tion of the background and is the striking feature of the mark. 


The goods specified in the application are textile underwear for 
ladies. 


Opposer’s mark also comprises the pictorial representation of 
a cat’s head. The word Corticelli is associated therewith. It has 
been used extensively for many years as a trade-mark for spool 
silk. The opposer has also used it upon other goods including 
stamped linens, braids, dress silks, underwear and hosiery, although 
the use on some of these goods has been discontinued. 

The applicant did not use its cat’s head mark prior to the year 
1913 (Applicant’s Record, Edward D. Katz, Qs. 11, 72, Sigmund 
Katz, Q. 176). It has established use earlier than 1913 of the 
three cat representation shown on the letter head (Katz Exhibit 
No. 12), and also in Registration No. 73590, registered on May 4, 


*Caron Corporation v. V. Vivaudou, Inc., 151 M. D. —, April 8, 1927. 
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1909. Such mark is quite different in appearance from the cat's 
head mark applicant is now seeking to register, and the use thereof 
cannot be availed of to establish use of the latter prior to 1913. 
Especially is this so, since others used cat representations as trade- 
marks upon similar goods prior to the use by applicant of any cat 
representation as a mark. See for instance Registration No. 32928, 
registered May 23, 1899. 

Applicant on page 80 of its brief has summarized the uses it 
deems established by opposer on dress silks, underwear and hosiery 
as follows: 

Dress silks—Began about 1904 or 1905 and are still using the 
mark on these. 

Underwear—Began about 1902 or 1903 and quit about 1915, 
never resumed (XQ. 691). 

Hosiery—Began in 1902 or 1903, and quit in 1914 or 1915, 
and began again in October 11, 1920, and have continued to the 
present time. Registration 177924 is for hosiery. 

In view of these admitted dates, it is seen that the opposer 
was the first in point of time to use a cat’s head in a mark. 

On the question of similarity of marks the Examiner held, in 
view of the registrations placed in evidence by applicant (Rec- 
ord, pages 53 and 54) showing the general use of pictures of cats 
as trade-marks on the character of goods here involved, that the 
word Corticelli, rather than pictorial representation constitutes the 
dominant feature of opposer’s mark. He accordingly held the 
marks dissimilar. 

It cannot be denied that a striking and dominant feature of 
each mark is the representation of a single cat’s head. It is not 
considered the members of the purchasing public, on seeing appli- 
cant’s goods hearing this representation would always note the 
omission of the word Corticelli and conclude therefrom that the 
goods did not originate with the opposer. The features of similar- 
ity are deemed to outweigh the features of dissimilarity. It is 
believed there would be liability of confusion in trade when the 
respective marks are used upon goods of the same descriptive 
properties. 
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The Examiner selected hosiery as being more closely allied 
to applicant’s goods than are the other goods upon which opposer 
is now using its mark. He correctly held that abandonment is a 
matter of affirmative proof, and that it could not be presumed from 
the short period of nonuse by opposer of the mark on hosiery prior 
to 1920. He concluded, however, since applicant’s goods are made 
of woven fabric, while opposer's hosiery is knitted, that the goods 
are not of the same descriptive properties. He deemed the case 
distinguishes in this respect from the case of H. Wolfe and Sons v. 
Lord and Taylor, 202 O. G. 632, 41 App. D.C. 514 [4 T. M. Rep. 
219], in which the goods of both parties were knitted goods. It 
is believed the Examiner has construed the decision too narrowly. 

The court said: 

“It also appears that stockings and underwear are generally 
handled by the same dealers and retailed together over the same 
counter under one general classification of hosiery and underwear. 
It is a recognized rule that different species of goods are of the 
same class when a certain trade-mark used on them would enable 
an unscrupulous dealer to readily palm off on an unsuspecting pur- 
chaser the goods of one mark when he supposed he was receiving 
the goods of another (Church & Dwight Co. v. Russ, C. D. 1900, 
260, 91 O. G. 228, 99 Fed. Rep. 276).” 

The issue here is the old one so often decided by this court. 
Would appellant’s use of the mark on underwear lead the ordinary 
purchaser to believe that he was buying the goods of appellee? We 
think the word “class,” as used in the statute, means broadly a 
genus including as species any goods upon which the use of the 
same mark, when the goods are exposed side by side, would tend 
to mislead the purchasing public. We have no difficulty in apply- 
ing this rule to knitted and textile undershirts, drawers, and union 
suits on the one hand, and men’s, women’s, and children’s stockings 
on the other. 

This reasoning of the court appears to apply with equal force 
in the instant case. 

The Examiner points out that each party has used his mark 
for several years, and that opposer has not submitted proofs of act- 
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ual confusion in trade. This fact is not deemed controlling. The 
opposer, as is well settled, is not required to prove actual con- 
fusion; the establishing of the likelihood of confusion is sufficient. 
Opposer was long prior in the field with the cat’s head mark even 
using it on underwear before and at the time applicant adopted the 
cat’s head mark. 

The decision of the Examiner of Interferences is reversed, the 
opposition is sustained and it is adjudged the applicant is not en- 
titled to the registration for which it has applied.® 


Moore, A. C.: This is an appeal by the opposer, Oakford 
& Fahnestock, from the decision of the Examiner of Interferences 
dismissing its opposition, and holding that the applicant, the 
King Midas Mill Company, is entitled to register its trade-mark 
“White Oak Special” for flour. 


There was but one ground pleaded in opposition, as follows: 


; “For a considerable time prior to October 1, 1924, namely since Sep- 
tember 12, 1919, the opposer has used the trade-mark “White Oak” on 


flour, and has continuously used it to the present and is still using it.” 


The applicant in joining issue with the opposer pleaded as 
follows: 


“Respondent further answers by saying that the trade-mark, registra- 
tion of which is now opposed, was first adopted and used by its predeces- 
sor, the King Midas Milling Company, in about the year 1912, and that 
the mark has at no time been abandoned by it or its predecessor, and has 
been continuously used by the respondent and its said predecessor on 
flour since that year and up to and at the present time. ‘That by reason 
of misunderstanding, or by accident or mistake, the recitation of the 
year 1912 as the first date of use of the mark by respondent was inad- 
vertently omitted in the statement forming a part of the respondent's 
application for registration.” 


The parties went to trial on the issue thus joined, and the 
only question raised for decision is as to whether the applicant’s 
proofs carry its date of adoption and appropriation of said trade- 
mark to flour, back of September 12, 1919, the date set up in the 
opposition as the opposer’s date of use. 


5 Corticelli Silk Co. v. Katz Underwear Co., 151 M. D. 426, March 28, 


27. 
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The opposer does not controvert the fact that the applicant’s 
proofs establish its date of adoption and use of said trade-mark 
as early as the beginning of 1914, as found by the Examiner of 
Interferences, but contends that the applicant should not be per- 


mitted to carry its dates back of the date set up in its application, 
viz., October 1, 1924, without according to the opposer a like 
privilege. 

It is well settled that an application for registration, in an 
opposition proceeding, is not a pleading, and that the applicant is 
not restricted in his proofs to any date set up in the application 
(Wagner v. The Vitamint Company, Inc., 331 O. G. 3, 1925 C.D. 
164, 55 App. D. C. 131, 2 F. R. (2nd) 933 [15 T. M. Rep. 39]; 
Sherwood v. Horton, Cato & Company, 84 O. G. 2018, 1898 C. D. 
629; Broderick and Bascom Rope Co. v. A. Leschen §& Sons Rope 
Co., 100 O. G. 3011, 1902 C. D. 341 [1 T. M. Rep. 37].) 

On the other hand, it is equally well settled that matters not 
pleaded in an opposition proceeding may not be considered (An- 
drews Radio Company v. Timmons Radio Products Corporation, 
345 O. G. 798 [16 T. M. Rep. 185].) 

I will say in passing, however, that I have reviewed the 
evidence submitted by the opposer, but am not satisfied that the 
evidence establishes beyond a reasonable doubt any trade-mark use 
of the notation “White Oak” for flour by the opposer. If, as con- 
tended by the opposer, it has been using “White Oak’ on flour 
since 1910, this fact could be established by documentary evi- 
dence, or by corroborated testimony of disinterested parties. 

The opposer is also urging another ground not pleaded against 
the applicant’s right to registration, viz., that the applicant used 
the notation “White Oak” as a grade-mark and not as a trade-mark. 

There is certainly nothing about said mark to suggest quality 
or grade. The mark is clearly arbitary and fanciful when appro- 
priated to flour, and is used primarily to distinguish the appli- 
cant’s goods from like goods of other traders. The fact, assum- 
ing it to be a fact, that the applicant has other trade-marks appro- 
priated to the same goods, is immaterial. As was stated by Judge 


Learned Hand: 
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“Now, in principle there is no possible ground for refusing to recog- 
nize any number of trade-marks which are really such.” (Loonen v. 
Dietsch, 189 F. R. 487 [2 T. M. Rep. 469].) 

It is also well settled that there may be different trade-marks 
for different grades or qualities of the same product, provided 
they are so used as to distinctly indicate origin or ownership as 
well as grade (Dixie Cotton Felt Mattress Co. v. Stearnes and 
Foster Co., 185 F. R. 431 [1 T. M. Rep. 59]; Capewell Horse Nail 
Co. v. Mooney, 167 F. R. 575; American Leather Button Co. v. An- 
thony, 15 R. I. 338). 

In view of the above, the decision of the Examiner of Inter- 
ferences dismissing the opposition and holding that the applicant 


is entitled to the registration for which it has made application, is 
affirmed.°® 


*Oakford & Fahnestock v. King Midas Mill Company, 151. M. D. —, 
April 5, 1927. 











